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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments witli respect to Claims 1-2 have been considered but are 
moot in view of the new ground(s) of rejection necessitated by amendment. 

2. Applicant's arguments with respect to Claim 4 have been fully considered but 
they are not persuasive. 

In response to applicant's argument that the amended preamble of Claim 4 
places the claim in condition for allowance (Remarks, p. 7), a recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. In the present case, the amendment does not change the structure of 
the claimed composition. 

In response to Applicant's argument that the McNeil teaches away from including 
inorganic particles with aspect ratios within the claimed range (Remarks, p. 8), 
Examiner's argument that McNeill teaches away from the recited aspect ratio is 
apparently based on an assumption regarding the relationship between the aspect ratio 
of inorganic particles and of inorganic fibers in a well-designed sealing material; 
because Applicant has not demonstrated that this assumption was either expressed in 
or recognized by the person of ordinary skill in the art at the time of McNeill, the 
assumption cannot show that McNeill teaches away from the claimed range. 
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In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., orienting the inorganic filler to provide a sealing material layer having superior 
thermal conductivity in the oriented direction. Remarks, p. 8, last paragraph) are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-2 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The feature "fitting a plate-shaped and ring-shaped scraper" is new matter, 
because the specification teaches "a plate-shaped scraper" as a structure distinct from 
"a ring-shaped scraper," and does not support a combination of a plate-shaped scraper 
and ring-shaped scraper (Figs. 4-5; Table 1 ; pars. 0010-001 1 , 0083). Furthermore, the 
specification does not support a claimed ring-shaped scraper which is also a plate- 
shaped scraper, because such an interpretation would create an inconsistency between 
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the terms as originally disclosed and as now claimed; it is clear that the "plate-shaped 
scraper" 51 of the prior art figures and of the written disclosure as originally filed is a 
completely different structure than applicant's "ring-shaped scraper" 200. The examiner 
has identified references to a plate-shaped scraper only in the section Background Art 
and in Reference Example 3, which demonstrates the prior art process with a plate- 
scraper (Table 1; pars. 0130-0131, 0140). The written disclosure nowhere discloses a 
plate-scraper which is also ring-shaped, and the distinction between "plate-shaped" and 
"ring-shaped scraper" clearly expressed in the written disclosure must preclude any 
interpretation based on the drawings which would create an inconsistency in how the 
term is interpreted throughout the application; therefore, the feature is new matter. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-2 and 5-9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1-2 and 5-9 are indefinite, because it is unclear how a plate-shaped 
scraper, which is disclosed in the specification as completely distinct from a ring-shaped 
scraper, can also be plate-shaped. Neither the specification nor the claims define the 
structure "plate-shaped and ring-shaped scraper"; on the contrary, the written disclosure 
apparently makes a distinction between the two separate structures (Fig. 4, element 
200 (Applicant's scraper) and fig. 5, element 51 (prior art scraper); pars. 0010-001 1 , 
0083). It is therefore unclear in what way a plate-shaped scraper, which the present 
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specification expressly distinguishes from a ring-shaped scraper, can also be ring- 
shaped. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 1, 2, and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sander (US 2002/0100994) in view of Horikawa et al. (EP 449556) and further in 
view of Applicant's admitted prior art ("AAPA"). 

Regarding Claim 1, Sander (US'994) teaches a method for manufacturing 
ceramic monoliths, such as catalytic converters for catalytically treating the exhaust gas 
of internal combustion engines (Abstract; par. 0002), Comprising the steps of applying a 
sealing material to the outside surface of the ceramic monolith (pars. 0015, 0018) and 
scraping the exterior surface of the ceramic monolith with a calibrating ring, which 
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moves relative to the exterior surface of the ceramic monolith to both strip away excess 
seal material from the outer surface and to provide a smooth seal surface coating (par. 
0019). A person of ordinary skill in the art at the time of invention would have 
recognized that the ring would spread {i.e., "expand") the sealing material over the 
entire exterior face of the ceramic monolith as it moved relative to the surface in order to 
smooth the surface. 

US'994 is silent as to a step of preparing a pillar-shaped porous honeycomb 
member. Horikawa et al. (EP'556) teach a process for producing a ceramic honeycomb 
structural body as a "ceramic monolith" in catalytic converters for treating the exhaust 
gas of internal combustion engines (Abstract; p. 2, lines 1-4). It would have been 
obvious to a person of ordinary skill in the art at the time of invention to practice the 
process of US'994 by preparing a pillar-shaped porous honeycomb ceramic monolith, 
because EP'556 suggests that the coating should be uniformly spread over the outer 
periphery of the structural member as provided by US'994 to provide an adequate 
ceramic honeycomb structure (p. 4, lines 8-10). 

US'994 in view of EP'556 is silent as to a plate-shaped scraper. AAPA teaches 
that a plate-shaped scraper was known in the prior art to form a sealing material layer 
on a honeycomb member (Figs. 5(a) - (e); par. 0010). It would have been obvious to a 
person of ordinary skill in the art at the time of invention to modify the process of US'994 
in view of EP'556 by modifying the scraper to achieve the benefits of the prior art plate 
scraper while simultaneously benefiting from the ring-shape scraper of US'994. 
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Regarding Claim 2, US'994 is silent as to the cross-sectional geometry of the 
ceramic monolith. EP'556 teaches that the cross-section of a honeycomb member or 
structure may be other than round (p. 5, lines 1-3). It would have been obvious to a 
person of ordinary skill in the art at the time of invention to modify the process of US'994 

by using a different cross-sectional geometry, because US'556 suggests that such 
cross-sectional geometry provides adequate ceramic honeycomb bodies as catalytic 
filters. 

Regarding Claim 6, US'994 teaches moving a ring scraper to come down over a 
coated structure or a doctor blade along the exterior of the monolith and teaches a 
rotating table and rotating the coated part adjacent to a stripping or doctor blade (par. 
0019). US'994 in view of EP'556 is silent as to a step of moving the plate-shaped and 
ring-shaped scraper(s) to reciprocate the scraper(s) in the length direction. It would 
have been obvious to a person of ordinary skill in the art at the time of invention to 
modify the process of US'994 in view of EP'556 by moving scraper(s) back and forth 
(i.e. reciprocating) in the length direction in order to uniformly spread the outer periphery 
of the member to provide an adequate ceramic honeycomb structure. 

Regarding Claim 7, US'994 teaches moving the ring scraper to come down over 
a coated structure or a doctor blade along the exterior of the monolith and teaches a 
rotating table and rotating the coated part adjacent to a stripping or doctor blade (par. 
0019). US'994 in view of EP'556 does not expressly teach a step of moving the plate- 
shaped and ring-shaped scraper(s) repeatedly in the length direction. It would have 
been obvious to a person of ordinary skill in the art at the time of invention to modify the 
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process of US'994 in view of EP'556 by moving the scraper(s) in the length direction 
repeatedly in order to uniformly spread the outer periphery of the member to provide an 
adequate ceramic honeycomb structure. 

Regarding Claim 8, US'994 is silent as to the viscosity of the sealing material. 
EP'556 teaches a sealing material with a viscosity in the range of 10 to 20 Pa-s (100 to 
200 poises) (p. 4, lines 1-10). It would have been obvious to a person of ordinary skill in 
the art at the time of invention to modify the process taught by the combination of 
references by spreading the sealing material with a viscosity which overlaps the claimed 
range over the exterior of the structure, because EP'556 teaches that a material with a 
viscosity within this range will spread uniformly over a ceramic honeycomb structure. 

10. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over MacNeill 
(US 5,385,873). 

MacNeill (US'873) teaches a sealing material comprising an inorganic filler and 
an inorganic binder (col. 2, lines 2-29). US'873 discloses that the inorganic binder is a 
high-aspect ratio (high length to diameter) vermiculite with an aspect ratio of about 10 or 
more. US'873 teaches that the ceramic fibers are long with small diameters, {i.e., high 
aspect ratio). US'873 is silent as to the aspect ratio of the inorganic filler. It would have 
been obvious to a person of ordinary skill in the art at the time of invention to prepare 
the composition of US'873 with ceramic fibers with an aspect ratio within the range of 
that of the vermiculite with a reasonable expectation of success. 

1 1 . Claim 5 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Sander 
(US 2002/0100994) in view of Horikawa et al. (EP 449556) and further in view of 
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Applicant's adnriitted prior art ("AAPA") as applied to Claim 1 above, and further in view 
of Muroi et al. (JP2004290766A, citing US 2007/0037703 as English Translation for 
convenience). 

Regarding Claim 5, the combination of references is silent as to the material from 
which the contacting portion of the ring (i.e. the center member) is made. Muroi et al. 
(JP766) teach a step of scraping the end surface of a honeycomb carrier in the 
manufacture of a honeycomb catalyst with a scraper, which employs rubber or soft 
resin, to scrape a sealing material with a viscosity in the range of 5 to 50 Pa-s (50 to 
500 poises), more preferably a viscosity in the range of 10-20 Pa-s (pars. 0035 - 0042). 
It would have been obvious to a person of ordinary skill in the art at the time of invention 
to modify the process taught by the combination of references by disposing a center 
member made from a material that is softer than the material of the honeycomb 
member inside the plate-shaped and ring-shaped scraper(s) in order to avoid scratching 
the material of the honeycomb structure while spreading the sealing material over the 
exterior of the structure. 

12. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sander 
(US 2002/0100994) in view of Horikawa et al. (EP 449556) and further in view of 
Applicant's admitted prior art ("AAPA") as applied to Claim 1 above, and further in view 
of MacNeill (US 5,385,873). 

Regarding Claim 9, while not particularly restrictive, US'994 teaches that a 
sealing paste may be made from a mixture of high aspect ratio vermiculate blended with 
ceramic fibers to produce a relatively smooth blend of vermiculite and fibers (pars. 
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0005-0006). The combination of references is silent as to the aspect of inorganic filler 
to inorganic binder. MacNeill (US'873) teaches a sealing material comprising an 
inorganic filler and an inorganic binder (col. 2, lines 2-29). US'873 discloses that the 
inorganic binder is a high-aspect ratio (high length to diameter) vermiculite with an 
aspect ratio of about 10 or more. US'873 teaches that the ceramic fibers are long with 
small diameters, {i.e., high aspect ratio). US'873 is silent as to the aspect ratio of the 
inorganic filler. It would have been obvious to a person of ordinary skill in the art at the 
time of invention to prepare the composition of US'873 with ceramic fibers with an 
aspect ratio within the range of that of the vermiculite with a reasonable expectation of 
success. 

Conclusion 

13. No Claim is allowed. 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER WEDDLE whose telephone number is 
(571 ) 270-5346. The examiner can normally be reached on Monday-Thursday, 7:30 
AM - 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Kornakov can be reached on (571)272-1303. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. W./ 

Examiner, Art Unit 1792 
/Michael Kornakov/ 
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Supervisory Patent Examiner, Art Unit 1792 



